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BACKGROUND
1. Background
1.1 EUIPO

The notion of ‘division’ of design application refers to the situation in which a multiple application (containing more than one designs) is divided into divisional applications: ‘When several designs other than ornamentation are combined in a multiple application, the application shall be divided if the products in which the designs are intended to be incorporated or to which they are intended to be applied belong to more than one class of the Locarno Classification’ (Article 2(2) of the Community Design Implementing Regulation – ‘CDIR’)
. 

As a rule, all the product(s) indicated for the designs contained in a multiple application must be classified in only one of the 32 Locarno classes (Article 37(1) of the Community Design Regulation – ‘CDR’; Article 2(2) of the Community Design Implementing Regulation – ‘CDIR’).

Division will be the result of a request by EUIPO if the original multiple application does not conform to the ‘unity of class’ requirement. 

However, this ‘unity of class’ requirement is considered to be complied with if the products belong to different subclasses of the same class of the Locarno Classification.

For instance, a multiple application is acceptable if it contains one design with the product indication motor vehicles (Class 12, subclass 08) and one design with the product indication vehicle interiors (Class 12, subclass 16), or if both designs indicate both these terms. This is an example of two designs in different subclasses but in the same class, namely Class 12 of the Locarno Classification.

An objection would, however, be raised if, in the above example, the products indicated were motor vehicles (Class 12, subclass 08) and lights for vehicles, since the second term belongs to Class 26, subclass 06 of the Locarno Classification. The examiner would then require the multiple application to be divided.

As an exception, multiple applications concerning designs for ornamentation are not subject to the ‘unity of class rule’ (‘When several designs other than ornamentation…’ (Article 2(2) CDIR). 

The indication ornamentation or product(s) X (ornamentation for-) in Class 32-00 can be combined with indications of products belonging to another Locarno class (Article 37(1) CDR; Article 2(2) CDIR). The same reasoning applies to the following product indications in Class 32 of the Locarno Classification: graphic symbols, logos and surface patterns.

Although ornamentation is, in itself, a product within the meaning of the Locarno Classification (Class 32), its primary purpose is to constitute one of the features of other products. A multiple application can therefore combine designs for ornamentation with designs for products such as those to which the ornamentation will be applied, provided that all the products belong to the same class of the Locarno Classification.

For example, a multiple application is acceptable if it combines designs for ornamentation or china (ornamentation for) in Class 32 with designs representing pieces of a tea set for china in Class 7, subclass 01. However, if, in turn, linen (table -) were indicated as a product for one of these designs, an objection would be raised as this product belongs in Class 6, subclass 13 of the Locarno Classification, that is, a different class.

1.2 JPO
Division of a design application refers to extracting one or more new design applications out of a single application containing two or more designs.

In division of an application, only where a design application has been filed while erroneously including two or more designs in a single application and where a legitimate procedure has been taken, the new application is deemed to have been filed at the time of the filing of the original application.(91.1 of the Examination Guidelines for Design)

1.3 KIPO
The division of the application means that any part of his/her application for design registration including at least two designs is divided into one or more new application(s) for design registration (Article 50 of the Design Protection). The purpose of division of applications is defining the scope of right clearly since where the subject of examination is multiple, the procedure of examination may be complicated and where one registration is admitted for multiple design, the scope of right may be vague. Secondly, for the convenience of managing the multiple designs, design application which includes multiple designs can be divided.

1.4 CNIPA
Where an application for a patent contains two or more inventions, utility models or designs, the applicant may, before the expiration of the time limit provided for in Rule 54(i.e. the deadline for registration), paragraph one of these Implementing Regulations, submit to the patent administration department under the State Council a divisional application. However, where an application for patent has been rejected, withdrawn or is deemed to have been withdrawn, no divisional application may be filed. (Rule42(1) of the Implementing Regulations of The Patent Law of The People’s Republic of China-‘IRPC’ )
If the patent administration department under the State Council finds that an application for a patent is not in conformity with the provisions of Article 31 of the Patent Law or of Rule 34 or 35 of these Implementing Regulations(i.e. not in conformity to the principle of unity), it shall invite the applicant to amend the application within a specified time limit; if the applicant fails to make any response after the expiration of the specified time limit, the application shall be deemed to have been withdrawn. (Rule42(2) IRPC )
Where a patent application contains two or more designs, the applicant may submit a divisional application on his own initiative or in accordance with the Office Action of the examiner. (See Part I Chapter1 section 5.1.1 of the Guidelines for Patent Examination-‘GPE’)
1.5 USPTO
Restriction is the practice of requiring an applicant to elect a single claimed invention
 (e.g., a combination or subcombination invention, a product or process invention, a species within a genus) for examination when two or more independent inventions and/or two or more distinct inventions are claimed in an application. 

Pursuant to 35 USC 121, if two or more independent and distinct inventions
 are claimed in one application, the Director of the United States Patent and Trademark Office (USPTO) may require the application to be restricted to one of the inventions. If the other invention
 is made the subject of a divisional application which complies with the requirements of section 120 it shall be entitled to the benefit of the filing date of the original application. 

In determining whether a subsequent (i.e., divisional) application is entitled to the benefit of the filing date of an earlier application, the application is individually evaluated in view of its specific circumstances and contents. In order to claim the benefit of a prior-filed application under 35 U.S.C. 120, the invention
 claimed in the later-filed application must be supported by the prior-filed application in the manner provided by 35 U.S.C. 112(a), i.e., the disclosure of the application relied upon reasonably conveys to those skilled in the art that the inventor had possession of the claimed subject matter as of the filing date. See MPEP 2163.03, subsections II and III, MPEP 1504.20 and MPEP 1504.04, subsection I.” The determination in this paragraph as to whether a subsequent application is entitled to the benefit of an earlier application is utilized for continuation, continuation-in-part, or divisional applications.
FORMALITY REQUIREMENTS
2. Formality Requirements
2.1 Category of divisional application
Shall the category of the divisional application be the same as that of the initial application? For example:
a.If the initial application is a patent application for invention, shall the divisional application be a patent application for invention only. What about the design patent?

b.If the initial application is a car in 1208, may the divisional application be a car toy in 2101？

2.11 EUIPO
Division is limited to cases of multiple applications where there is a deficiency affecting the ‘unity of class’ requirement. Division is not allowed in other circumstances (Article 37(4) CDR).

The divisional application must be requested by the same proprietor as in the original application, and it must relate to the same design(s) as in the original application, with the same indication of products.

2.12 JPO
In Japan, division of design application is admitted only when a single design application contains two or more designs in it. (Article 10-2 (1) of the Design Act)

Even if the form (e.g. the combination of the shape, pattern and color) is identical with the design contained in the initial application, those designs that are applied to other articles (products) than that contained in the initial application may not enjoy the benefits of divisional application since they are not deemed as the same design as was contained in the initial application.

2.13 KIPO
It is impossible to file a divisional application from a patent application or application of a utility model. Or it is impossible for an applicant to divide an application into a different kind (articles dissimilar to each other) and the application for a toy car in the case b should be applied separately.
An application subject to the division shall undergo an examination or a trial and shall fall under any of the following:

1) One registration application for more than two designs in violation of the principle of one registration application for one design under paragraph (1) of Article 40 (One Registration Application for One Design) of the Act

 (Ex.1) More than two article names, such as “motorcycle” and “motorcycle toy” are specified as the indication of products 

 (Ex.2) More than two designs for a “chair”, which are different in their forms, are illustrated in a drawing

 (Ex.3) A partial design application that including more than two partial claims, where the integrity of form and function of partial claiming is not recognized as one design.

2) More than two designs are illustrated under a design with one serial number in an application for registration of multiple designs
3) When a design application contains more than one Locarno classification
4) An application in which the requirements for a design for a set of articles under paragraph (1) of Article 42 (Design for a Set of Articles) of the Act are not satisfied

2.14 CNIPA
The category of the divisional application shall be the same as that of the initial application. If the initial application is a patent application for invention, the divisional application can’t be a design patent. And if the initial application is a car in 1208, the divisional application can’t be a car toy in 2101. 
The divisional application may not change the kind of protection of the initial application. (Rule42(3) IRPC )
The category of a divisional application shall be the same as that of the initial application. (See Part I Chapter1 section 5.1.1GPE)
2.15 USPTO
Classification of the design in the divisional is not a relevant consideration as to whether a divisional application can properly be filed. The claimed design in a divisional application must be disclosed in the original application. If this condition is not met, the application is not entitled to the benefit of the earlier filing date under 35 U.S.C. 120. See MPEP 1504.20. In order to claim the benefit of a prior-filed application under 35 U.S.C. 120, the invention claimed in the later-filed application must be supported by the prior-filed application in the manner provided by 35 U.S.C. 112(a), i.e., the disclosure of the application relied upon reasonably conveys to those skilled in the art that the inventor had possession of the claimed subject matter as of the filing date. See MPEP 2163.03, subsections II and III, MPEP 1504.20 and MPEP 1504.04, subsection I.

2.2 procedure of divisional application
Prescribed form of application prepared for the division of application
2.21 EUIPO

The division of the original application is requested by EUIPO as a result of a deficiency affecting the ‘unity of class’ requirement. The designs holder does not need using a specific form. The procedure for division can be described as follows.

Assume that three designs representing cars are combined in one multiple application, and the product indication for each design is motor cars (subclass 12-08) and scale models (subclass 21-01) that is, different classes of the Locarno Classification.

The examiner will issue an objection and request the applicant to:

delete some of the product indications so that the remaining products can be classified in only one Locarno class; or

divide the application into two multiple applications for each of the Locarno classes concerned, and pay the corresponding additional fees; or

divide the application into three single applications for each design concerned, and pay the corresponding additional fees.

In some cases, it will not be possible to delete product indications, for example where a given product must be classified in two or more classes on account of the plurality of purposes it serves.

The applicant will be invited to comply with the examiner’s request within 2 months and pay the total amount of fees for all applications resulting from the division of the multiple application or to delete some products in order to meet the ‘unity of class’ requirement.

The total amount to be paid is calculated by the examiner and notified to the applicant in the examination report. The examiner proposes the most cost-effective option between dividing the multiple application into as many applications as Locarno classes concerned or as many applications as designs concerned.

Where the applicant does not remedy the deficiencies in due time, the multiple application is refused in its entirety. (See section 7.2.3.4 of the Guidelines on Examination of applications for registered Community designs)

2.22 JPO
Divisional applications must be filed by using a prescribed form of design application prepared for the division of application. In the application document (request), following information must be stated;

- Statement to the effect that the design application is filed in accordance with the provision of Article 10-2(1) of the Design Act as a special matter, and

- Indication of the original application (filing number and filing date).
2.23 KIPO
The division of application may be divided in order to overcome the ground of refusal concerning that it does not satisfy the requirements falling under Article 40, where the application includes at least two designs. Or the division could be possible by the request of the applicant, during the pendency of the examination (excluded the international design applications). Secondly, on a multiple design application, one or some designs can be divided from the original application to another one. There is no form for the divisional application, and you may choose the checkbox of "divisional application" at the form and entitle the information of the original application.

2.24 CNIPA
The application number and the filing date of the initial application shall be indicated in the request for the divisional application. Where the applicant files another divisional application based on an already filed divisional application, the application number of the already filed divisional application shall be filled in the parenthesis after the application number of the initial application. (See Part I Chapter1 section 5.1.1GPE)
The filing date of the initial application shall be indicated in the request correctly. If it is not correct, the examiner shall issue the Notification to Make Rectification to the applicant for rectifications. 

[Related to 2.6]Where no rectification is made within the time limit, the examiner shall issue the Notification that Application Deemed to be Withdrawn. If the rectification is in conformity with the provisions, the examiner shall issue the Notification of Redetermination of Filing Date. (See Part I Chapter1 section 5.1.1(1)GPE)
[Related to 2.6]The application number of the initial application shall be indicated in the request correctly. Where the application documents are not in conformity with the requirements, the examiner shall issue the Notification to Make Rectification and invite the applicant to make rectification. Where no rectification is made within the time limit, the examiner shall issue the Notification that Application Deemed to be Withdrawn . (See Part I Chapter1 section 5.1.1(2)GPE)

2.25 USPTO
The applicant files a divisional application after the office issues a restriction requirement to a prior filed application but still during copending with the prior application or with an intermediate nonprovisional application similarly entitled to the benefit of the filing date of the prior application.  The divisional application is filed in the same manner as any other patent application with the USPTO. However, the application must also include the claim for benefit in order for a later-filed application to be entitled to the benefit a prior-filed application.

For a design application or a nonprovisional international design application, the claim under 35 U.S.C. 120, 121, 365(c), or 386(c) for the benefit of a prior-filed application must be submitted during the pendency of the later-filed application.

Benefit claims under 35 U.S.C. 120, 121, 365(c), and 386(c) must identify the prior application by application number, by international application number and international filing date, or by international registration number and international filing date under 37 CFR 1.1023. The reference also must identify the relationship of the applications, namely, whether the later-filed application is a continuation, divisional, or continuation-in-part of the prior-filed nonprovisional application, international application, or international design application.

The specific reference to the prior application must be in the application data sheet. 37 CFR 1.76(b)(5)

2.3 Submission time of divisional application

2.31 EUIPO
The applicant will be invited to comply with the examiner’s request within 2 months following notification the notice of deficiency to and pay the total amount of fees for all applications resulting from the division of the multiple application (or to delete some products in order to meet the ‘unity of class’ requirement). (See section 7.2.3.4 of the Guidelines on Examination of applications for registered Community designs)

2.32 JPO
The procedure of the division can only be taken while examination, trial or retrial of the (original) application is pending. (Article 10-2 (1) of the Design Act)

In other words, a design application may not be divided after the application has been waived, withdrawn or dismissed, or where examiner's decision or trial decision on the application has become final and binding. (91.1.1 of the Examination Guidelines for Design)

2.33 KIPO
The division of an application for design registration is permitted during the period in which such application may be amended under paragraph (4) of Article 48 (Amendment of Application and Change of Gist). An application for international design registration may be divided only when the relevant applicant receives the notice of the grounds for rejection under Article 187.
2.34 CNIPA
The applicant shall file a divisional application no later than the expiration of two   months(i.e. the time limit for going through the formalities of registration)from   the date of receiving the Notification to Grant Patent Right to the initial application   issued by the Patent Office. After the expiration of the above time limit, or where   the initial application has been rejected, or the initial application has been   withdrawn, or is deemed to have been withdrawn and the right has not been   restored, no divisional application shall be filed in general.

With regard to the initial application to which the examiner has issued the decision  of rejection, the applicant may file a divisional application within three months   from the date that the applicant receives the decision of rejection regardless of   whether the applicant requests for reexamination or not. The applicant, after   requesting for reexamination or during the initiation of the administrative litigation   against the reexamination decision, may also file a divisional application.

[Related to 2.6]During the preliminary examination, where the filing date of a divisional application is not in conformity with the said provisions, the examiner shall issue the Notification that Divisional Application Deemed Not to Have Been Filed, and make a decision to close the case.

Where an applicant files another divisional application based on an already filed   divisional application, the submission date of another divisional application shall be   examined according to the initial application. Where the submission date of another   divisional application is not in conformity with the above provisions, no divisional   application shall be filed.
However, If another divisional application is filed by the applicant according to the Office Action made by the examiner due to a unity defect in the divisional application, the submission time of the another divisional application shall be examined on the basis of the divisional application with unity defect. Where there is any inconformity with the provisions, the divisional application shall not be filed on the basis of the divisional application. The examiner shall issue the Notification that Divisional Application Deemed not to Have Been filed and make a decision to close the case.
 (See Part I Chapter1 section 5.1.1(3)GPE)
2.35 USPTO
When a later-filed application is claiming the benefit of a prior-filed nonprovisional   application under 35 U.S.C. 120, 121, 365(c), or 386(c), the later-filed application   must be copending with the prior application or with an intermediate   nonprovisional application similarly entitled to the benefit of the filing date of the   prior application. Copendency requires that the later-filed application must be filed   before: (A) the patenting of the prior application; (B) the abandonment of the prior   application; or (C) the termination of proceedings in the prior application. If the   prior application issues as a patent, it is sufficient for the later-filed application to be copending with it if the later-filed application is filed on the same date, or before the date that the patent issues on the prior application. Applicants are encouraged to file any continuing applications no later than the date the issue fee is paid, to avoid issuance of the prior application before the continuing application is filed.

When a later-filed international design application designating the United States is   claiming the benefit of a prior-filed application under 35 U.S.C. 120, 121, 365(c), or   386(c), the later-filed application must be copending with the prior application or   with an intermediate application similarly entitled to the benefit of the filing date of   the prior application. In determining whether an international design application   designating the United States is copending with a prior-filed application, it is the     U.S. filing date of the international design application that is relevant, which may or   may not be the same as the international filing date assigned by the International   Bureau. 

2.4 Applicant and inventor of divisional application
2.41 EUIPO
The applicant(s) of the divisional application and, if any, the designation of designer(s), must be the same as the applicant of the original design application. The designation of designer(s) is however optional. 

2.42 JPO
The applicant of the divisional application must be the same as the applicant of the original design application. (Article 10-2 (1) of the Design Act)
Where the right to obtain a design registration has been legitimately succeeded to from the applicant of the original application, the divisional application filed by the (new) applicant is found to be lawful. (91.1.1 of the Examination Guidelines for Design)
In general, the creator of the design in the divisional application shall also be the same as that in the original design application.
Where the statement of the creator in the divisional application is only a part of that of the original application, the applicant of the divisional application is required to further state the reason for the partial removal of the creator(s).
2.43 KIPO
An applicant of a new application by the division shall be an applicant of an original application or the successor.

2.44 CNIPA
The applicant of a divisional application shall be the same as that of the initial application. The applicant of another divisional application which is on the basis of the divisional application shall be the same as divisional application. Where there is any inconformity with the provisions, the examiner shall issue the Notification that Divisional Application Deemed not to Have Been filed.
The inventor of a divisional application shall be the inventor or part of the inventors of the initial application. The inventor of another divisional application which is on the basis of divisional application shall be the inventor or part of the inventors of the divisional application. Where there is any inconformity with the provisions, the examiner shall issue the Notification to Make Rectification notifying the applicant to make rectification. Where no rectification is made within the time limit, the examiner shall issue the Notification that Application Deemed to be Withdrawn.

 (See Part I Chapter1 section 5.1.1(4)GPE)
2.45 USPTO 
The later-filed application must name the inventor (designer) or at least one joint inventor (designer) named in the prior-filed application for a benefit claim under 35U.S.C. 120, 121, 365(c), or 386(c).

2.5 Submitted documents of divisional application

2.51 EUIPO
The total amount to be paid is calculated by the examiner and notified to the applicant in the examination report. The examiner proposes the most cost-effective option between dividing the multiple application into as many applications as Locarno classes concerned or as many applications as designs concerned.

The applicant chooses which option he prefers and pays the additional taxes for all applications resulting from the division of the multiple application. The applicant is not required to submit fresh applications.

2.52 JPO
When filing a divisional application, there is no need to submit a copy of the original application while an indication of the filing number and the filing date of the original application must be stated in the request of the divisional application.
Where a divisional application is filed, the following documents which have been submitted in relation to the original application and are required to be submitted for the divisional application are automatically deemed to have been submitted to the Commissioner of the Patent Office along with the divisional application;

- documents required to be submitted for the application of the exception to lack of novelty of design, and/or

- documents required to be submitted for filing a priority claim under the Paris Convention, etc. (Article 10-2 (3) of the Design Act)

2.53 KIPO
The applicant who intends to divide any part of application for design registration into at least one new application for design registration pursuant to Article 50(1)(i) or (ii) should submit the documents by amending the contents of initial application to one or more application(s) for design registration and attaching the documents of each following item to Annex 3 of application for design registration on the divided design.

1) reproductions (reproduction(s) for each design where a divisional application is an application for registration of multiple designs.

2) a document certifying the right of representation where the representative takes a legal procedure

3) a document certifying it where provided in other law

The timing of divided application shall be the base when applying the following provisions:

① Timing of claim for the exception to lack of novelty under paragraph (2) of Article 36 (Exception to Lack of novelty) of the Act and submission period of evidentiary document

② Timing of priority claim under treaty under paragraphs (3) and (4) of Article 51 (Priority Claim under Paris Convention article 4) of the Act and submission period of evidentiary document
For the priority claim to initial application or the claim for exception to lack of novelty, where it is cited since the contents of certificate which should be submit concerning a divisional application are identical to that of submitted certificate, the certificate can be substituted by putting the purpose clearly on the attached document of the form.

2.54 CNIPA
Besides the application documents, a copy of the application documents of the initial application and a copy of other documents relevant to the divisional application in the initial application (such as copy of the priority document) shall also be submitted. With regard to the various certifying materials that have been submitted with the initial application, duplicate copies may be used. Where the international publication of the initial application is in a language other than Chinese, a copy of such international publication shall be submitted together with a Chinese copy of the initial application. Where any inconformity with the provisions exists, the examiner shall issue the Notification to Make Rectification to the applicant for rectification. Where no rectification is made within the time limit, the examiner shall issue Notification that Application Deemed to be Withdrawn. (See Part I Chapter1 section 5.1.1(5)GPE)
2.55 USPTO
The filing date of an application for a design patent is the date on which the USPTO receives the specification including at least one claim and any required drawings. 35 U.S.C. 171(c). See MPEP 201.06(c), subsection I. 

The elements of a design patent application should include the following (as set forth in 37 CFR 1.154):

•
Design application transmittal form (see USPTO form PTO/AIA/18). 

•
Fee transmittal form (see USPTO form PTO/SB/17). 

•
Application data sheet (see 37 CFR § 1.76 and USPTO form PTO/AIA/14). 

•
Specification. 

•
Drawings or photographs. 

•
The inventor's oath or declaration (see 37 CFR § 1.153(b) and USPTO form PTO/AIA/01 or PTO/AIA/08).

In addition, the filing fee, search fee, and examination fee are also required.

2.6 Amendment or Withdrawal of Claim to be a Divisional Application
2.61 EUIPO
In the European system, the subject-matter of a design application is exclusively defined by its graphical representation. The Community Design Regulation does not foresee the possibility to make ‘claims’ to specific features.

As a matter of principle, the representation of the design(s) cannot be altered after the application has been filed (Article 12(2) CDIR). The submission of additional views or the withdrawal of any views at a later stage will not be accepted, unless expressly required or proposed by the Office.

Where a request for correction amends the representation of the design(s), the applicant will be informed that its request is not acceptable. The applicant must decide whether it wishes to continue the registration process or to file a fresh application for which it will have to pay the applicable fees.

Only the name and address of the applicant or the representative, errors of wording or of copying, or obvious mistakes may be corrected, at the request of the applicant (Article 12(2) CDIR).

Apart from the name and address of the applicant or representative, the following elements may be corrected at the applicant’s request if they contain errors of wording or of copying or obvious mistakes:

the date of filing, where the application was filed with the central industrial property office of a Member State or, in Benelux countries, with the BOIP, upon notification by the office concerned that an error regarding the date of receipt has been made;

the name of the designer or team of designers;

the second language;

an indication of the product(s);

the classification of the product(s) contained in the application;

the country, date and number of the prior application where Convention priority is claimed;

the name, place and date of the first exhibition of the design, where exhibition priority is claimed;

the description.

2.62 JPO
An amendment (correction) as to the “filling date of the original application” can be made only when the “statement” claiming to be a divisional application and the “filing number of the original application” are correctly stated in the application document.

An amendment (correction) as to the “filing number of the original application” can be made only when the “statement” claiming to be a divisional application and the “filling date of the original application” are correctly stated in the application document.

Withdrawal of the claim to be a divisional application is not expected under the national law and thus not allowed.

2.63 KIPO
It cannot be divided after renunciation, withdraw, or confirmation of decision to allow/refuse the registration of the initial application. The procedure and effect on disapproval of divisional application are as follows.

1) Procedures for disapproving divided applications
① If an application fails to satisfy the requirements for division, an advance notice of disapproval of divided application and an opportunity to submit a written opinion shall be given. 

② If the division of application may not be approved notwithstanding the written opinion according to an advance notice of disapproval of divided application, a notice of disapproval of divided application shall be given.

2) Effect of disapproving divided applications
① A new application for design registration whose division is not approved shall be deemed as filed at the time when it was divided.

② A divided application that is divided after a period in which it may be divided shall be subject to return.

2.64 CNIPA
Please see the [Related to 2.6] in previous section.
2.65 USPTO
An applicant may correct a benefit claim in a design application by filing a corrected application data sheet in compliance with 37 CFR 1.76(c) that corrects the reference to the prior-filed application, in conjunction with a request for a corrected filing receipt, during the pendency of the later-filed design application. In certain circumstances, applicants may choose to delete a benefit claim by filing a corrected application data sheet in compliance with 37 CFR 1.76(c) that deletes the reference to the prior-filed application. An application data sheet filed after final rejection or allowance is not entered as a matter of right and must be filed in compliance with 37 CFR 1.116 or 1.312, respectively.
2.7 The Relation between the divisional Application and the Previous (original) Application
2.71 EUIPO
The divisional application is entirely independent of the original application. It keeps the same filing date (and priority date if any) but it can be renewed, surrendered, licensed or transferred separately and the rights over the divisional application can be enforced independently of those acquired on the original application.

2.72 JPO
When filing a divisional application, an amendment of the original application to delete the divided (extracted) design should also be made in order to eliminate the rejection of the original application due to inconformity with the “one application per design” requirement (Art. 7 of the Design Act).

2.73 KIPO
The amendment of the initial application should be made to contain only one design, at the same time, the divisional design application(s) can be filed or later. 

If an application for design registration satisfies the requirements for division, a new application shall be deemed to have been filed at the time when the initial application for design registration was filed. Therefore, such new application shall be decided to not be rejected because of another application for design registration or a design that is filed or becomes publicly known between the initial filing date of application and the filing date of divided applications.

2.74 CNIPA
Where the initial application contains two or more designs, the design of the divisional application shall be one or more of the designs taken out from the initial application and shall not go beyond the scope of the disclosure as shown in the initial application. (See Part I Chapter3 section 9.4.2(1)GPE)
2.75 USPTO
The divisional application is a separate application from the previous application. It will have the same priority date as the previous application (assuming the requirements for benefit are met under section 120 as previously described) but otherwise will be handled, examined and enforced as an individual application/patent. 

2.8 Other procedures

2.81 EUIPO
N/A

2.82 JPO
It is necessary to pay a filing fee for each divisional application whose amount is the same as that for an ordinary design application (no extra fee is required).

2.83 KIPO
N/A

2.84 CNIPA
(1) The initial application must omit the designs of the divisional application.
(2) For the design of the initial application in the form of a combination of dashed lines and implementations, there are two ways to modify them - deleting the dotted line or changing the dotted line to a solid line, but this does not mean that the initial application contains two designs. If the applicant modifies the initial application in one way, and files a divisional application in which the initial design is modified by another way, the examiner shall issue the Notification that Divisional Application Deemed Not to Have Been Filed and close the case.
(3) The various prescribed time limits applicable for a divisional application, such as the time limit for submitting the request for substantive examination, shall be calculated from the initial date of filing. Where the various time limits have expired, or are less than two months from the submission date of the divisional application to the date of expiration, when the divisional application is submitted, the applicant may go through the various formalities within two months from the submission date of the divisional application, or within fifteen days from the date of receipt the Notification of Acceptance. Where the applicant fails to go through any of the formalities within the time limit, the examiner shall issue the Notification that Application Deemed to be Withdrawn.

The applicant shall pay all the same fees for a divisional application as he shall pay for a new application. Where the time limits for paying the various fees have expired, or are less than two months from the submission date of the divisional application to the date of expiration, the applicant shall pay the fees within two months from the submission date of the divisional application, or within fifteen days from the date of receipt the Notification of Acceptance. If the fees are not paid or not paid in full within the time limit, the examiner shall issue the Notification that Application Deemed to be Withdrawn. (See Part I Chapter1 section 5.1.2GPE)
2.85 USPTO
Each prior-filed application must either be: (i) a nonprovisional application under 35 U.S.C. 111(a) that is entitled to a filing date as set forth in 37 CFR 1.53(b) or (d) for which the basic filing fee set forth in 37 CFR 1.16 has been paid within the pendency of the application; (ii) an international design application entitled to a filing date in accordance with 37 CFR 1.1023 and designating the United States; or (iii) an international application entitled to a filing date in accordance with PCT Article 11 and designating the United States.

A design application cannot claim the benefit of a provisional application under 35 USC 119(e). See 37 CFR 1.78(a). An international design application designating the United States may not claim benefit to a provisional application.

Notifications may be issued when applicant has not complied with one or more conditions for receiving the benefit of an earlier filing date under 35 U.S.C. 120, 121, 365(c), or 386(c). For example, notifications may be issued under the following conditions:

When the disclosure of the prior-filed application fails to provide adequate support and enablement for the claimed subject matter of the later-filed application in compliance with the requirements of 35 U.S.C. 112(a) except for the best mode requirement.

When an application, which claims the benefit of a prior-filed application under 35 U.S.C. 120, 121, 365(c), or 386(c) contains new matter relative to the prior-filed application, and purports to be a “continuation,” “division,” or “divisional application” of the prior-filed application.

When the benefit claim under 35 U.S.C. 120, 121, 365(c), or 386(c) is improper because there is no copendency between the applications.

The claimed design in a divisional application must be disclosed in the prior-filed application. If this condition is not met, the application is not entitled to the benefit of the earlier filing date.
Except as provided for in 37 CFR 1.78(e), the failure to timely submit the reference required under 35 U.S.C. 120 and 37 CFR 1.78 in a design application during its pendency is considered a waiver of any benefit under 35 U.S.C. 120, 121, 365(c) or 386(c). See 37 CFR 1.78(d)(3)(iii) and MPEP § 1504.20. 
CASES
3. Cases
3.1Principle of judgment

EUIPO
The only judgment involved in examining whether a multiple application must be divided concerns the examination of the Locarno class to which the products indicated in the multiple application belong.

For example, a multiple application is acceptable if it contains one design with the product indication motor vehicles (Class 12, subclass 08) and one design with the product indication vehicle interiors (Class 12, subclass 16), or if both designs indicate both these terms. This is an example of two designs in different subclasses but in the same class, namely Class 12 of the Locarno Classification.

An objection would, however, be raised if, in the above example, the products indicated were motor vehicles (Class 12, subclass 08) and lights for vehicles , since the second term belongs to Class 26, subclass 06 of the Locarno Classification. The examiner would then require the multiple application to be divided.
JPO
The original application from which the division was made shall be an application containing two or more designs.
An application containing two or more designs refers to the case where two or more designs are shown in the application documents. For example, two or more different articles are stated in parallel in the column of "Article to the Design" of the application, two or more different forms are represented in the drawing, etc.
The design in the new application resulting from the division shall be identical with any of the designs contained in the original application.

(91.1.1 of the Examination Guidelines for Design)

KIPO
An design application shall be filed for each design, and the term “one design” means one design(united representation) for one article. The term “one article” refers not to the concept of one article that cannot be physically separated but to an article that can be transacted as an independent article under the common practices of transaction. 

The determination of one article is filed by combining more than two articles shall be made on the basis of facts whether functions and uses of each article are lost and can be recognized as one new function and use.
Where more than two physically separated parts are represented in an application for partial design registration, this shall be treated as a violation of the principle of one registration application for one design, provided that the foregoing shall not apply to cases in which the integrity of design creation as a whole is recognized if the design has the integrity of a form or function.

 (Design Examination Standards Part 2, Chapter 3-1). 
CNIPA
Where the initial application contains two or more designs, the design of the divisional application shall be one or more of the designs taken out from the initial application and shall not go beyond the scope of the disclosure as shown in the initial application. (See Part I Chapter3 section 9.4.2(1)GPE)
The divisional application may not change the kind of protection of the initial application. (Rule42(3) IRPC )
USPTO
To be entitled to the benefit of any prior-filed application(s), the invention claimed in thelater-filed application must be supported in themanner provided by the 35 U.S.C. 112(a), exceptfor the best mode requirement.

Case1：Entire design and partial design
If the initial application is a detector, may the divisional application be a camera? We can see the camera is a separate part of the detector.
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The initial application             The divisional application

EUIPO
This is not a case for ‘division’ to the extent that the initial application concerns a single design (while CDR allows division only in case of multiple applications, Article 37(4) CDR).

JPO
In this case, since the initial application is found to be containing only a single design of a detector, the application cannot be divided. (91.1.2 (1) of the Examination Guidelines for Design)

KIPO 
An application about a finished product which includes various parts, shall not be subject to the division for each part of the finished product.
CNIPA

Where the design of the initial application is a design of the overall product, the applicant is not allowed to take only part of the product out of the design as the subject matter of the divisional application. For example, where a patent application is filed to protect the design of a motorcycle as a whole, no divisional application may be made for the design of its components. (See Part I Chapter3 section 9.4.2(2)GPE) So in this case the divisional application is not allowed to be a camera. 
USPTO
In this example, it appears that some of the details of the design of the later-filed application (“The divisional application”) are not clearly visible in the prior-filed application (“The initial application”) (e.g., components of the camera that attach to the detector). Therefore, the prior-filed application does not appear to reasonably convey to those skilled in the art that the inventor had possession of the design claimed in the later-filed application, and the later-filed application may not be entitled to the benefit of the filing date as a divisional application of the prior-filed application.

Case2: Combination product
If the initial application is a combination product of smart device containing three components, may the divisional application be a dial? Could you explain the difference between this case with the above case.
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      Combination state       component 1          component 2
[image: image8.png]


[image: image9.png]



                            component 3 
The initial application  
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   The divisional application

EUIPO
It is unclear whether the original application contains only one design with 28 views or whether it is a multiple application containing 4 independent designs corresponding to (i) combination state, (ii) component 1, (iii) component 2 and (iv) component 3. 
If the original application contains only one design with 28 views, this is not a case for ‘division’ since CDR allows division only in case of multiple applications (Article 37(4) CDR).
If the original application contains for independent designs (multiple application), it is not a case for division either because the watch and the strap belong to the same Locarno class (class 10), so there is no deficiency regarding the ‘unity of class’ requirement which would justify and allow the division.

JPO
It depends on the acknowledged applicant’s intention for what subject matter (a single design or two or more designs) he/she is requesting design registration with the initial application. The applicant’s intention would be recognized through the statement of description and indication (title) or explanation of respective views as well as the reproduction itself.

As a result of this comprehensive analysis, if the initial application is found to be for the registration of a single design of a smart device, i.e. the other reproductions are found to be solely for the expression of the details of the detachable component parts, the application cannot be divided. (91.1.2 (1) of the Examination Guidelines for Design)

On the other hand, if the initial application is found to be for the registration of two or more designs, i.e. the designs of a smart device and some independently distributable component parts, the application is to be determined as being inconformity with the “one application per design” requirement, and thus the application can be divided. (91.1.2 (3) of the Examination Guidelines for Design)
KIPO
An application of a finished product shall not be subject to the division of the components of the finished product.

CNIPA
In this case, the initial application is the overall design of the product, and the view of the overall product and the view of the components of the product are submitted at the same time, allowing the design of the part to be submitted as a divisional application. For the initial application, the view of the components that have been submitted for divisional application may not be deleted.

The difference between this case and case 1 is that the initial application submitted a clearly expressed design under the condition of the disassembly of each component. The applicant's initial willingness to apply is to give the components the full design patent protection. However, it is flawed in the formality of application, and the overall design is submitted in one application, so it can be allowed to divide.

The situation of this case is a supplement to Part I Chapter3 section 9.4.2(2)GPE.
USPTO
In this example, the design of the later-filed application (“The divisional application”) is disclosed in the prior-filed application (“The initial application”). The seven figures disclosing the design of the dial in the later-filed application appear to be the same seven figures disclosing the design of the dial in the prior-filed application. Therefore, it appears that the prior-filed application reasonably conveys to those skilled in the art that the inventor had possession of the design claimed in the later-filed application, and that the later-filed application would be entitled to the benefit of the filing date as a divisional application of the prior-filed application.

Case3: Variable states
If the initial application is a product of variable states which can be closed and open, then may the divisional application be a product with only open states?
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 The divisional application

EUIPO
This is not a case for ‘division’ to the extent that the initial application concerns a single design while CDR allows division only in case of multiple applications, see Article 37(4) CDR.

JPO
In this case, since the initial application is found to be containing only a single changeable design, the application cannot be divided. (91.1.2 (1) of the Examination Guidelines for Design).

KIPO
An application about finished product which includes variable states, shall not be subject to the division for each states of usage.
CNIPA
If the initial application is a product of variable states which can be closed and open, one or several states are not allowed to be submitted as a divisional application. Since the multiple state of the product belongs to the same design, if there is only one design in the initial application, the applicant is not allowed to file a divisional application for the design. If the applicant does, the examiner shall issue a Notification that Divisional Application Deemed Not to Have Been Filed and make a decision to close the case.
USPTO
In this example, the design of the later-filed application (“The divisional application”) is disclosed in the prior-filed application (labeled “The initial application”). The six figures disclosing the design of the product in the open state in the later-filed application appear to be the same six figures disclosing the design of the product in the open state in the prior-filed application. Therefore, it appears that the prior-filed application reasonably conveys to those skilled in the art that the inventor had possession of the design claimed in the later-filed application, and that the later-filed application would be entitled to the benefit of the filing date as a divisional application of the prior-filed application.

Case4: Different types
If the initial application is a product with a car photograph, and in the brief explanation the applicant identifies the product as a car, then may the divisional application be a car toy?
If the initial application is a product with a car photograph, and in the brief explanation the applicant describes the product as a car or toy car, then may the divisional application be a car toy?
EUIPO
None of the two options is a case for ‘division’ to the extent that the initial application concerns a single design while CDR allows division only in case of multiple applications, see Article 37(4) CDR.

JPO
In the first case, since the initial application is found to be containing only a single design of a car, the application cannot be divided. (91.1.2 (1) of the Examination Guidelines for Design)
In the second case, if the initial application is found to be for the registration of two designs, i.e. the designs of a car and a toy car, as a result of the comprehensive analysis of the statements of the brief explanation and the indication of product, the application is to be determined as being inconformity with the “one application per design” requirement, and thus the application can be divided for the design of a toy car.

KIPO
The first case, where the initial application is a product with a car photograph and in the explanation the applicant describes the product as a car, is not found to be subject to the division to a car toy.
The second case, it is not a subject of divisional application respectively if the indication of design is entitled as one design, such as ‘Car’, but described car or toy in description of design either unless the indication of products entitled as “a car or toy car”. 
CNIPA
If it is possible to determine from the application that a design is suitable for a variety of products, for example by using the product name, product category and brief description of the design, it can be determined that the design can be applied to a variety of products, and the applicant is allowed to submit the divisional application. If the application documents do not expressly indicate the design of a variety of products, and the applicant files a divisional application for the application, the examiner shall issue the Notification that Divisional Application Deemed Not to Have Been Filed and make a decision to close the case.

For the first suppose of this question, only one category of the car can be derived from the application documents, so it can no longer be divided into toy cars. For the second suppose, because the brief description in the application documents states two categories of "car or toy car", it is allowed to be divided into toy cars.
USPTO
Without figures depicting the designs of the initial and the divisional applications and accompanying brief explanations, the USPTO can only provide general comments. In this example, if the design for the car and the design for the toy car have the same appearance, they are likely to deemed patentably indistinct designs. In this instance, no restriction requirement would be issued by the examiner and both designs would remain in the initial application and be examined as a single design.   
4. Legal Provisions Relating to Division of Industrial Design Applications
EUIPO

Examination Guidelines for Design
7.2.3.4 Deficiencies

For example, let us assume that three designs representing cars are combined in one multiple application, and the product indication for each design is Motor cars (subclass 12-08) and Scale models (subclass 21-01).

The examiner will issue an objection and request the applicant to:

• delete some of the product indications so that the remaining products can be classified in only one Locarno class; or

• divide the application into two multiple applications for each of the Locarno classes concerned, and pay the corresponding additional fees; or

• divide the application into three single applications for each design concerned, and pay the corresponding additional fees.

In some cases, it will not be possible to delete product indications, for example where a given product must be classified in two or more classes on account of the plurality of purposes it serves (see paragraph 6.2.3.1 above).

The applicant will be invited to comply with the examiner’s request within two months and pay the total amount of fees for all applications resulting from the division of the multiple application or to delete some products in order to meet the ‘unity of class’ requirement.

The total amount to be paid is calculated by the examiner and notified to the applicant in the examination report. The examiner proposes the most cost-effective option between dividing the multiple application into as many applications as Locarno classes concerned or as many applications as designs concerned.

Where the applicant does not remedy the deficiencies in due time, the multiple application is refused in its entirety.

JPO
Design Act

Article 10-2 (1) An applicant for design registration may extract one or more new applications for design registration out of a single application for design registration containing two or more designs only while examination, appeal/trial or retrial of the application for design registration is pending.

(2) Where an application for design registration is divided under the preceding paragraph, the new application(s) for design registration shall be deemed to have been filed at the time of the filing of the original application; provided, however, that this shall not apply for the purposes of applications of Article 4 (3) of this Act and Articles 43(1) and (2) of the Patent Act as applied mutatis mutandis under Article 15 of this Act (including the cases where they are applied mutatis mutandis pursuant to Article 43-3 (3) of the Patent Act as applied mutatis mutandis pursuant to Article 15 (1) of this Act).

(3) Where a new application for design registration is filed under paragraph (1), any statements or documents which have been submitted in relation to the original application for design registration and are required to be submitted in relation to the new application under Article 4 (3) of this Act and Articles 43(1) and (2) of the Patent Act as applied mutatis mutandis under Article 15 of this Act (including the cases where they are applied mutatis mutandis pursuant to Article 43-3 (3) of the Patent Act as applied mutatis mutandis pursuant to Article 15 (1) of this Act) shall be deemed to have been submitted to the Commissioner of the Patent Office along with the new application for design registration. 

Examination Guidelines for Design

91.1 Provisions of Article 10 2 of the Design Act

Division of applications for design registration refers to extracting one or more new applications for design registration out of a single application for design registration containing two or more designs.

In division of applications for design registration, only where an application for design registration has been filed while erroneously including two or more designs in a single application and where a legitimate procedure has been taken, the new application for design registration is deemed to have been filed at the time of the filing of the original application for design registration.

Here, “a new application for design registration” includes a new application for design registration resulting from division of an international application for design registration.

91.1.1 Requirements for division of applications for design registration

In order for a new application for design registration resulting from division to be deemed to have been filed at the time of the filing of the original application for design registration, it must comply with all of the following requirements.

(1) Examination, trial or retrial of the application for design registration is pending

The procedure of division can only be taken where the examination, trial or retrial of the application for design registration is pending. In other words, an application for design registration may not be divided after the application for design registration has been waived, withdrawn or dismissed, or where an examiner’s decision or trial decision on the application has become final and binding (excluding the case where retrial of the application is pending).

(2) The applicants for design registration are the same

The applicant of the new application for design registration resulting from division must be the same as the applicant of the original application for design registration. However, where the new applicant for design registration has legitimately succeeded to the right to obtain a design registration from the original applicant for design registration, the applicants are found to be the same.

(3) An application for design registration containing two or more designs is divided

A case where an application for design registration contains two or more designs refers to the case where two or more designs are represented in the application and drawings, etc. attached to the application. It is for example the case where two or more articles are stated in parallel in the column of “Article to the Design” of the application or the case where two or more forms are represented in drawings, etc. attached to the application (see Part V “One Application per Design,” 51.1.2 “Examples of cases that do not comply with the requirements provided in Article 7 of the Design Act”).

(4) The design in a new application for design registration resulting from division is a design identical to any of the two or more designs contained in the original application for design registration

91.1.2 Examples of cases that are not found to be a legitimate procedure for division of an application for design registration

(1) Where an application for design registration that has been filed for each design and that complies with the requirements provided in Article 7 of the Design Act is divided by each component constituting the article

(2) Where an application for design registration for a design for a set of articles that complies with the requirements provided in Article 8 of the Design Act is divided by each constituent article

(3) Where a new application for design registration resulting from division has a gist that is outside the scope of the design represented by the statement in the initial application and drawings, etc. attached to the application of the original application for design registration, that is, where the design represented in the new application for design registration changes the gist from the viewpoint of all of the two or more designs contained in the original application for design registration

91.1.3 Handling of a new application for design registration that does not comply with the requirements for division

The new application for design registration is not deemed to have been filed at the time of the filing of the original application for design registration, but is treated as having been filed at the time of the division.

91.1.4 Documents to be submitted when requesting application of the provisions on exception to lack of novelty of design or filing a priority claim under the Paris Convention, etc. for a new application for design registration resulting from division

Where a new application for design registration resulting from division is filed, any statements or documents which have been submitted in relation to the original application for design registration and are required to be submitted for the procedure to request application of the provisions on exception to lack of novelty of design (the documents required to be submitted under Article 4(3) of the Design Act) or are required to be submitted for filing a priority claim under the Paris Convention, etc. (including a priority claim recognized under the Paris Convention) (documents required to be submitted under Article 43(1) and (2) of the Patent Act Article or 43 3(3) of the Patent Act as applied mutatis mutandis pursuant to Article 15(1) of the Design Act) are deemed to have been submitted to the Commissioner of the Patent Office along with the new application for design registration under Article 10 2(3) of the Design Act.

KIPO
Design Protection Act
Article 40 (Doctrine of One-Design for One-Registration Application)

(1)
An application for design registration shall be filed for each design.

(2)
A person who intends to file an application for design registration shall follow the classification of products prescribed by Ordinance of the Ministry of Trade, Industry and Energy.

Article 41 (Multiple Designs Application)
 

Notwithstanding the provisions of Article 40 (1), a person who intends to file an application for design registration may file one application for registration of not exceeding 100 designs for products classified into the same category (hereinafter referred to as “application for registration of multiple designs”) according to the classification of products prescribed by Ordinance of the Ministry of Trade, Industry and Energy. In such cases, each design shall be separately represented.

Article 42 (Design for a Set of Articles)


(1)
Where at least two articles are used together as a set of articles, a design for the set of products may be registered as one design, if the design for the set of articles is unitary.

(2)
The classification of a set of products under paragraph (1) shall be prescribed by Ordinance of the Ministry of Trade, Industry and Energy.

Article 50 (Division of Applications)

(1) Any of the following persons may divide part of an application filed for design registration into one or more new applications for design registration and may file the applications additionally: 

1. A person who has filed one application for the registration of two or more designs in violation of Article 40;

2. A person who has filed an application for the registration of multiple designs.

(2) An application for design registration that is divided in accordance with paragraph (1) (hereinafter referred to as “divided application”) shall be deemed to have been filed at the time the initial application for design registration was filed: Provided, That the foregoing shall not apply to cases to which Article 36 (2) 1 or 51 (3) or (4) shall apply.

(3) The division of an application for design registration under paragraph (1) is permissible during the period in which amendments under Article 48 (4) are allowed.

Article 187 (Special Provisions concerning Divided Application)

(1) In applying Article 50 (1) to an application for international design registration, “part of an application filed for design registration” in the aforesaid provisions shall be construed as “part of an application filed for design registration only upon receipt of a notice of the grounds for rejection under Article 63”.

(2) In applying Article 50 (3) to an application for international design registration, “Article 48 (4)” in the aforesaid provisions shall be construed as “Article 186 (3)”.

Enforcement Rule of the Design Protection 

Article 46 (Division of Application) Any person who, falling under Article 50(1)1 or 2 of the Act, intends to separate a part of the application for design registration into one or more new applications for design registration shall correct the contents of original application into one or more application for design registration and, with respect to the separated design, concurrently submit appended Form 3 - Application for Design Registration to the Commissioner of KIPO, attaching thereto the following documents: 

1.
one (1) copy of a drawing (photo, specimen) (one (1) copy for each design in case of application for multiple design registration);

2.
one (1) copy of a document verifying the right of agency in case procedures are followed through an agent; and

3.
one (1) copy of other evidentiary documents designated by present laws and regulations

Design Examination Standards

Part 3 Amendment and Division of Applications

Chapter 2 Division of Applications

1. Requirements for Divided Application

1) Subject of divided application

An applicant of a new application by the division shall be an applicant of an original application or his/her successor.

2) Object subject to divided application

(1) An application subject to the division shall undergo an examination or a trial and shall fall under any of the following:

①One registration application for more than two designs in violation of the principle of one registration application for one design under paragraph (1) of Article 40 (One Registration Application for One Design) of the Act

 ⓐ (Ex.1) More than two article names, such as “motorcycle” and “motorcycle toy” are specified as the indication of products 

 ⓑ (Ex.2) More than two designs for a “chair”, which are different in their forms, are illustrated in a drawing

 ⓒ (Ex.3) A partial design application that including more than two partial claims, where the integrity of form and function of partial claiming is not recognized as one design.

② More than two designs are illustrated under a design with one serial number in an application for registration of multiple designs
③ When a design application contains more than one Locarno classification
④ An application in which the requirements for a design for a set of articles under paragraph (1) of Article 42 (Design for a Set of Articles) of the Act are not satisfied.

(2) A design of a new application by the division shall be the same as the one of mor than two designs included in an original application

(3) Example where an application shall not be subject to the division

① To divide an application for design registration for a design of a finished product in accordance with one registration application for one design into by each component

② To divide an application for design registration that satisfies the requirements for design for one set of articles into by each composing article

③ To divide an application for partial design registration that satisfies the requirement for one registration application for one design by determining the integrity of form and function of more than two physically separated parts into by each component

3) Timing of divided application

(1) The division of an application for design registration (excluding an application for international design registration) is permitted during the period in which such application may be amended under paragraph (4) of Article 48 (Amendment of Application and Change of Gist).

(2) An application for international design registration may be divided only when the relevant applicant receives the notice of the grounds for rejection under Article 187.

4) Method of divided application

(1) If more than two designs are filed as one application for design registration, such application may be divided as follows:

① If an applicant intends to register only one design among more than two designs in one application for design registration, such applicant shall amend the original application to an application for one design.

② If an applicant intends to divide more than two designs in one application for design registration into more than two applications for design registration, such applicant shall amend the original application to an application for one design and shall file an application separately for each design to be registered in remain.

(2) If an applicant files for an application for a design for a set of articles but fails to satisfy the requirements therefor, such applicant may divide and file for an application for design of each element.

① (Ex.1) Where an application for “a set of Taekwondo uniform” is filed and a drawing for a top of Taekwondo uniform and pants of mountain clothes is submitted

② (Ex.2) Where an application for “a set of shoe bag and backpack” is filed and a suitcase is included in such articles

(3) An multiple design application may be divided as follows

① If the number of designs of the application is changed by the division, the number of designs of the original application and the reproduction(s) shall be amended and relevant designs shall be divided and filed in accordance with appended Form 3 – Application for Design Registration of the Rule.

ⓐ If an original application is made to apply only for one design by the division, the indication of “multiple designs” in the application of the original application shall be amended to “one design”

ⓑ A division of application shall be submitted according to procedures same to those for an regular application.

② If an multiple design application includes more than two designs under a design with one serial number, then such designs shall be filed as divided applications or shall be amended as designs with a separate serial number, provided that if the number of application designs exceeds 100 after the amendment of drawings, such designs shall be divided and applied accordingly.

2. Disapproval of Divided Applications

1) Procedures for disapproving divided applications

(1) If an application fails to satisfy the requirements for division, an advance notice of disapproval of divided application and an opportunity to submit a written opinion shall be given. 

(2) If the division of application may not be approved notwithstanding the written opinion according to an advance notice of disapproval of divided application, a notice of disapproval of divided application shall be given.

2) Effect of disapproving divided applications

(1) A divided application is not approved shall be deemed as filed at the time when it was divided.

(2) A divided application that is divided after a period in which it may be divided shall be subject to return.

3. Approval of Divided Applications

1) If an application for design registration satisfies the requirements for division, the divided application shall be deemed to have been filed at the time when the initial application was filed. Therefore, such divided application shall be decided to not be rejected because of another application for design registration or a design that is filed or becomes publicly known between the initial filing date of application and the filing date of divided applications. 

2) The timing of divided application shall be the base when applying the following provisions:

① Timing of claim for the exception to lack of novelty under paragraph (2) of Article 36 (Exception to Lack of novelty) of the Act and submission period of evidentiary document

② Timing of priority claim under treaty under paragraphs (3) and (4) of Article 51 (Priority Claim under Treaty) of the Act and submission period of evidentiary document

CNIPA
Article 31. An application for a patent for invention or utility model shall be limited

to one invention or utility model. Two or more inventions or utility models belonging to a single general inventive concept may be filed as one application.

An application for a patent for design shall be limited to one design. Two or more similar designs for the same product or two or more designs which are incorporated in products belonging to the same class and sold or used in sets may be filed as one application.
Rule 34. Two or more inventions or utility models belonging to a single general inventive concept which may be filed as one application in accordance with the provisions of Article 31, paragraph one of the Patent Law shall be technically inter-related and contain one or more of the same or corresponding special technical features. The expression "special technical features" shall mean those technical features that define a contribution which each of those inventions or utility models, considered as a whole, makes over the prior art.
Rule 35. Where two or more similar designs of the same product are filed in one application in accordance with the provisions of Article 31,paragaph two of the Patent Law, the other designs of the product shall be similar to the main design indicated in the brief explanation. The number of similar designs contained in an application for patent for design shall not exceed 10.

The two or more designs belonging to the same class and sold or used in sets as referred to in Article 31, paragraph two of the Patent Law mean that, each product incorporating the design belongs to the same class in the classification of products and is customarily sold or used at the same time, and the designs incorporated in each product have the same concept of design.

Where two or more designs are filed as one application, they shall be numbered consecutively and the numbers shall precede the titles of the drawings or photographs of the product incorporating the design.
Rule 42. Where an application for a patent contains two or more inventions, utility models or designs, the applicant may, before the expiration of the time limit provided for in Rule 54, paragraph one of these Implementing Regulations, submit to the patent administration department under the State Council a divisional application. However, where an application for patent has been rejected, withdrawn or is deemed to have been withdrawn, no divisional application may be filed.

If the patent administration department under the State Council finds that an application for a patent is not in conformity with the provisions of Article 31 of the Patent Law or of Rule 34 or 35 of these Implementing Regulations, it shall invite the applicant to amend the application within a specified time limit; if the applicant fails to make any response after the expiration of the specified time limit, the application shall be deemed to have been withdrawn.

The divisional application may not change the kind of protection of the initial application.
Rule 54. After the patent administration department under the State Council issues the

notification to grant the patent right, the applicant shall go through the formalities of registration within two months from the date of receipt of the notification. If the applicant completes the formalities of registration within the said time limit, the patent administration department under the State Council shall grant the patent right, issue the patent certificate and announce it.

If the applicant does not go through the formalities of registration within the time limit, he or it shall be deemed to have abandoned his or its right to obtain the patent right.
5.1.1 Examination of Divisional Application

Where a patent application contains two or more inventions, the applicant may submit a divisional application on his own initiative or in accordance with the Office Action of the examiner. A divisional application shall be submitted on the basis of the initial application (first filed application). The category of a divisional application shall be the same as that of the initial application. The application number and the filing date of the initial application shall be indicated in the request for the divisional application. Where the applicant files another divisional application based on an already filed divisional application, the application number of the already filed divisional application shall be filled in the parenthesis after the application number of the initial application.

For a divisional application, besides examining the application documents and other documents as prescribed, the examiner shall examine the following matters on the basis of the initial application:

The filing date of the initial application indicated in the request 

The filing date of the initial application shall be indicated in the request correctly. If it is not correct, the examiner shall issue the Notification to Make Rectification to the applicant for rectifications. Where no rectification is made within the time limit, the examiner shall issue the Notification that Application Deemed to be Withdrawn. If the rectification is in conformity with the provisions, the examiner shall issue the Notification of Redetermination of Filing Date.
 (2) The application number of the initial application indicated in the request

The application number of the initial application shall be indicated in the request correctly. Where the initial application is an international application, the applicant shall indicate the application number of the international application in the brackets that follow the initial application number filled in the request. Where the application documents are not in conformity with the requirements, the examiner shall issue the notification to make rectification, and invite the applicant to make rectification. Where no rectification is made within the time limit, the examiner shall issue the Notification that Application Deemed to be Withdrawn.
(3) Submission time of divisional application

The applicant shall file a divisional application no later than the expiration of two months (i. e. , the time limit for going through the formalities of registration) from the date of receiving the Notification to Grant Patent Right to the initial application issued by the Patent Office. After the expiration of the above time limit, or where the initial application has been rejected, or the initial application has been withdrawn, or is deemed to have been withdrawn and the right has not been restored, no divisional application shall be filed in general.

With regard to the initial application to which the examiner has issued the decision of rejection, the applicant may file a divisional application within three months from the date that the applicant receives the decision of rejection regardless of whether the applicant requests for reexamination or not. The applicant, after requesting for reexamination or during the initiation of the administrative litigation against the reexamination decision, may also file a divisional application.

During the preliminary examination, where the filing date of a divisional application is not in conformity with the said provisions, the examiner shall issue the Notification that Divisional Application Deemed Not to Have Been Filed, and make a decision to close the case.

Where an applicant files another divisional application based on an already filed divisional application, the submission date of another divisional application shall be examined according to the initial application. Where the submission date of another divisional application is not in conformity with the above provisions, no divisional application shall be filed.

However, If another divisional application is filed by the applicant according to the Office Action made by the examiner due to a unity defect in the divisional application, the submission time of the another divisional application shall be examined on the basis of the divisional application with unity defect. Where there is any inconformity with the provisions, the divisional application shall not be filed on the basis of the divisional application. The examiner shall issue the Notification that Divisional Application Deemed not to Have Been filed and make a decision to close the case.
 (4) Applicant and inventor of divisional application

The applicant of a divisional application shall be the same as that of the initial application. The applicant of another divisional application which is on the basis of the divisional application shall be the same as divisional application. Where there is any inconformity with the provisions, the examiner shall issue the Notification that Divisional Application Deemed not to Have Been filed.
The inventor of a divisional application shall be the inventor or part of the inventors of the initial application. The inventor of another divisional application which is on the basis of divisional application shall be the inventor or part of the inventors of the divisional application. Where there is any inconformity with the provisions, the examiner shall issue the Notification to Make Rectification notifying the applicant to make rectification. Where no rectification is made within the time limit, the examiner shall issue the Notification that Application Deemed to be Withdrawn.
 (5) Submitted documents of divisional application

Besides the application documents, a copy of the application documents of the initial application and a copy of other documents relevant to the divisional application in the initial application (such as copy of the priority document) shall also be submitted. With regard to the various certifying materials that have been submitted with the initial application, duplicate copies may be used. Where the international publication of the initial application is in a language other than Chinese, a copy of such international publication shall be submitted together with a Chinese copy of the initial application. Where any inconformity with the provisions exists, the examiner shall issue the Notification to Make Rectification to the applicant for rectification. Where no rectification is made within the time limit, the examiner shall issue Notification that Application Deemed to be Withdrawn.
5.1.2 Time Limit and Fees of Divisional Application

The various prescribed time limits applicable for a divisional application, such as the time limit for submitting the request for substantive examination, shall be calculated from the initial date of filing. Where the various time limits have expired, or are less than two months from the submission date of the divisional application to the date of expiration, when the divisional application is submitted, the applicant may go through the various formalities within two months from the submission date of the divisional application, or within fifteen days from the date of receipt the Notification of Acceptance. Where the applicant fails to go through any of the formalities within the time limit, the examiner shall issue the Notification that Application Deemed to be Withdrawn.
The applicant shall pay all the same fees for a divisional application as he shall pay for a new application. Where the time limits for paying the various fees have expired, or are less than two months from the submission date of the divisional application to the date of expiration, the applicant shall pay the fees within two months from the submission date of the divisional application, or within fifteen days from the date of receipt the Notification of Acceptance. If the fees are not paid or not paid in full within the time limit, the examiner shall issue the Notification that Application Deemed to be Withdrawn.

9.4.2 Other Requirements for Divisional Application

(1) Where the initial application contains two or more designs, the design of the divisional application shall be one or more of the designs taken out from the initial application and shall not go beyond the scope of the disclosure as shown in the initial application.

(2) Where the design of the initial application is a design of the whole product, the applicant is not allowed to take only part of the product out of the design as the subject matter of the divisional application. For example, where a patent application is filed to protect the design of a motorcycle as a whole, no divisional application may be made for the design of its spare parts or components.
Where a divisional application is found not to be in conformity with the requirement of item (1), the examiner shall issue the Office Action and invite the applicant to make amendments. Where no response is made within the time limit, the examiner shall issue Notification that Application Deemed to be Withdrawn. Where the applicant refuses to make amendments without sufficient reason, the examiner shall make a decision to reject the divisional application. Where the application is found to be not in conformity with the requirement of item (2), the examiner shall issue the Office Action. If no response is made within the specified time limit, the examiner shall issue Notification that Application Deemed to be Withdrawn. Where the applicant insists on filing a divisional application without sufficient reason, the examiner shall make a decision to reject the divisional application.

USPTO
35 U.S.C. 120: An application for patent for an invention disclosed in the manner provided by section 112(a) (other than the requirement to disclose the best mode) in an application previously filed in the United States, or as provided by section 363 or 385 which names an inventor or joint inventor in the previously filed application shall have the same effect, as to such invention, as though filed on the date of the prior application, if filed before the patenting or abandonment of or termination of proceedings on the first application or on an application similarly entitled to the benefit of the filing date of the first application and if it contains or is amended to contain a specific reference to the earlier filed application. No application shall be entitled to the benefit of an earlier filed application under this section unless an amendment containing the specific reference to the earlier filed application is submitted at such time during the pendency of the application as required by the Director. The Director may consider the failure to submit such an amendment within that time period as a waiver of any benefit under this section. The Director may establish procedures, including the requirement for payment of the fee specified in section 41(a)(7), to accept an unintentionally delayed submission of an amendment under this section.

35 U.S.C. 121: If two or more independent and distinct inventions are claimed in one application, the Director may require the application to be restricted to one of the inventions. If the other invention is made the subject of a divisional application which complies with the requirements of section 120 it shall be entitled to the benefit of the filing date of the original application. 

*****

35 U.S.C. 365:

*****

(c) In accordance with the conditions and requirements of section 120, an international application designating the United States shall be entitled to the benefit of the filing date of a prior national application, a prior international application designating the United States, or a prior international design application as defined in section 381(a)(6) designating the United States, and a national application shall be entitled to the benefit of the filing date of a prior international application designating the United States. If any claim for the benefit of an earlier filing date is based on a prior international application which designated but did not originate in the United States, or a prior international design application as defined in section 381(a)(6) which designated but did not originate in the United States, the Director may require the filing in the Patent and Trademark Office of a certified copy of such application together with a translation thereof into the English language, if it was filed in another language.

35 U.S.C. 386:

*****

(c) PRIOR NATIONAL APPLICATION.—In accordance with the conditions and requirements of section 120, an international design application designating the United States shall be entitled to the benefit of the filing date of a prior national application, a prior international application as defined in section 351(c) designating the United States, or a prior international design application designating the United States, and a national application shall be entitled to the benefit of the filing date of a prior international design application designating the United States. If any claim for the benefit of an earlier filing date is based on a prior international application as defined in section 351(c) which designated but did not originate in the United States or a prior international design application which designated but did not originate in the United States, the Director may require the filing in the Patent and Trademark Office of a certified copy of such application together with a translation thereof into the English language, if it was filed in another language.

37 CFR 1.78

*****

(d) Claims under 35 U.S.C. 120, 121, 365(c), or 386(c) for the benefit of a prior-filed nonprovisional application, international application, or international design application. An applicant in a nonprovisional application (including a nonprovisional application resulting from an international application or international design application), an international application designating the United States, or an international design application designating the United States may claim the benefit of one or more prior-filed copending nonprovisional applications, international applications designating the United States, or international design applications designating the United States under the conditions set forth in 35 U.S.C. 120,121, 365(c), or 386(c) and this section.

*****

(2) Except for a continued prosecution application filed under § 1.53(d), any nonprovisional application, international application designating the United States, or international design application designating the United States that claims the benefit of one or more prior-filed nonprovisional applications, international applications designating the United States, or international design applications designating the United States must contain or be amended to contain a reference to each such prior-filed application, identifying it by application number (consisting of the series code and serial number), international application number and international filing date, or international registration number and filing date under § 1.1023. If the later-filed application is a nonprovisional application, the reference required by this paragraph must be included in an application data sheet (§ 1.76(b)(5)). The reference also must identify the relationship of the applications, namely, whether the later-filed application is a continuation, divisional, or continuation-in-part of the prior-filed nonprovisional application, international application, or international design application.

*****

MPEP 201.02: A “continuing application” is a continuation, divisional, or continuation-in-part application filed under the conditions specified in 35 U.S.C. 120, 121, 365(c), or 386(c) and 37 CFR 1.78. 

MPEP 201.06: A later application for an independent or distinct invention, carved out of a nonprovisional application (including a nonprovisional application resulting from an international application or international design application), an international application designating the United States, or an international design application designating the United States and disclosing and claiming only subject matter disclosed in the earlier or parent application, is known as a divisional application.

A divisional application is often filed as a result of a restriction requirement made by the examiner. The divisional application may be filed under 37 CFR 1.53(b) (or 37 CFR 1.53(d) if the application is a design application, but not an international design application). The inventorship in the divisional application must include at least one inventor named in the prior-filed application, and the divisional application must claim the benefit of the prior-filed application under 35 U.S.C. 120, 121, 365(c), or 386(c).

*****

MPEP 1504.05: Unlike a utility patent application, which can contain plural claims directed to plural inventions, a design patent application may only have a single claim. See 37 CFR 1.153(a). More than one embodiment of a design may be protected by a single claim. However, such embodiments may be presented only if they involve a single inventive concept according to the nonstatutory double patenting practice for designs. See In re Rubinfield, 270 F.2d 391, 123 USPQ 210 (CCPA 1959). Therefore, the examiner will require restriction in each design application which contains more than one patentably distinct design.

MPEP 1504.20: A design application may be considered to be a divisional of a utility application (but not of a provisional application), and is entitled to the filing date thereof if the drawings of the earlier filed utility application show the same article as that in the design application sufficiently to comply with 35 U.S.C. § 112(a). However, such a divisional design application may only be filed under the procedure set forth in 37 CFR 1.53(b), and not under 37 CFR 1.53(d).

� All relevant laws and other regulatory provisions could be found in the last section“4.Legal Provisions Relating to Division of Industrial Design Applications”.


� For ease of understanding, the term “design” can be read to replace “invention” here as the United States law on the same provisions relating to these concepts apply to both U.S. utility (function) patents and U.S. design patents.


� “Designs” can again be read to replace the term “inventions” here as described in footnote 1.


� “Design” can again be read to replace the term “invention” here as described in footnote 1.


� “Design” can again be read to replace the term “invention” here as described in footnote 1






